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DETAILED ACTION 

Claims 23, 24, 26-32, 34, 35, 37, 38, 43, 44, 46-52, 54, 55 and 57-72 are 
pending, claims 61-69 are withdrawn and claims 1-22, 25, 33, 36, 39-42, 45, 53 and 56 
are cancelled. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 26-32, 34, 35, 38, 43 and 70 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 26-32, 34, 35, 38, 43 and 70 all recite the first and second filter. There is 
no antecedent basis for the terms "first and second filter" in the claim if these claims 
depend from claim 23 as claim 23 only recites a filter. For examination purposes these 
claims are assumed to depend from only claim 24. 

Claim Rejections - 35 USC § 102 and 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 10/552,629 
Art Unit: 1797 



Pages 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 23. 24. 32. 34. 38 are rejected under 35 U.S.C. 102(b) as being 
anticipated bv Banl<s US 4 885 083. 

Claim 23, Banks teaches a cartridge containing a particulate material wherein the 
cartridge includes: an inner spacer housing the particulate material, an inlet (25), an 
outlet (54) and a filter (22) arranged at the outlet, the filter configured to permit passage 
of a liquid through the filter but to prevent passage of the particulate material through 
the filter, wherein the filter permits the liquid to pass through the filter in a filter direction, 
wherein the filter includes at least one slit shaped opening having a first extension and a 
second extension, the second extension being substantially perpendicular to the filter 
direction and the first extension, wherein the second extension is significantly shorter 
than the first extension and is also significantly shorter than the length of the slit shaped 
opening in the filter direction, and wherein the filter is formed by a filter element having a 
shape of a substantially planar disc, the slit shaped opening extending through the filter 
element (fig. 1-2). 
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Claim 24, Banks further teaclies the filter is a first filter and wherein the cartridge 
also includes a second filter (18) arranged at the inlet and the second filter being 
configured to permit passage of the liquid through the second filter is a filter direction 
but to prevent passage of the particulate material through the second filter, the second 
filter including at least one slit shaped opening having a first extension and a second 
extension, the second extension being substantially perpendicular to the filter direction 
and to the first extension, wherein the second extension of the second filter is 
significantly shorter than the first extension of the second filter and wherein the second 
filter is formed by a filter element, the slit shaped opening of the second filter extending 
through the filter element of the second filter (fig. 1-2). 

Claims 32, 34 and 38, Banks further teaches the first extension of both the first 
filter and the second filter is substantially perpendicular to the filter direction (fig. 1-2); 
both the first and second filters include a plurality of slit shaped openings, which extend 
through the filter element of the first and second filter (fig. 1-2); and wherein the slit 
shaped openings of the filter elements of the first filter and the second filter having a first 
end and a second end, wherein the second extensions of the slit shaped openings of 
the first and second filter increase from a minimum value at one end of each of the slit 
shaped openings to a maximum value at the other end of the openings (fig. 1-2). 

Claim 44, Banks teaches a cartridge containing a particulate material wherein the 

cartridge includes: an inner spacer housing the particulate material, an inlet (25), an 
outlet (54) and a filter (18) arranged at the inlet, and configured to permit passage of a 



Application/Control Number: 10/552,629 Page 5 

Art Unit: 1797 

liquid through the filter but to prevent passage of the particulate material through the 
filter, wherein the filter permits the liquid to pass through the filter in a filter direction, 
wherein the filter includes at least one slit shaped opening having a first extension and a 
second extension, the second extension being substantially perpendicular to the filter 
direction and the first extension, wherein the second extension is significantly shorter 
than the first extension and is also significantly shorter than the length of the slit shaped 
opening in the filter direction, and wherein the filter is formed by a filter element having a 
shape of a substantially planar disc, the slit shaped opening extending through the filter 
element (fig. 1-2). 

Claims 52, 54, 57 and 59, Banks further teaches the first extension is 
substantially perpendicular to the filter direction (fig. 1-2); the filter includes a plurality of 
slit shaped openings which extend through the filter element (fig. 1-2); the filter includes 
a peripheral support portion connected to the filter element and abutting an inner wall of 
the cartridge (fig. 1-2); and the slit shaped opening of the filter element has a first end 
and a second end wherein the second extension of the slit shaped opening decreases 
from a maximum value at the first end of the slit shaped opening to a minimum value at 
the second end of the opening (fig. 1-2). 



3. 



Claims 43 and 60 are rejected under 35 U.S.C. 102(b) as anticipated bv or. 



in the alternative, under 35 U.S.C. 103(a) as obvious over Banlts '083. 
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Banks teaches the cartridge of claims 23, 24 and 44 but does not teach the filters 
or filter is made through an injection molding process. "[E]ven though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe . 227 USDQ 964 (1985). The 
process of making the filter of Banks is deemed a structural alternative to the process of 
injection molding. 

4. Claims 26-30, 46-50. 70 and 71 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Banks '083. 

Claims 26-30, 46-50, 70 and 71 , Banks teaches the cartridge of claims 23, 24 
and 44 but does not teach the specific dimensions of the second extension. The only 
difference between the prior art and the claimed invention is a recitation of relative 
dimension. [Wjhere the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device, Gardner v. TEC Systems, 
Inc., 220 USPQ 777 (1984). 
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Claims 31 and 51 , Banks teaches the cartridge of claims 23, 24 and 44 but does 
not teach the filter being polypropylene or polycarbonate. Making parts of filters out of 
polymer material is very well known in the art and these polymers are very well known 
in the and would have been obvious to one of ordinary skill in the art at the time of 
Invention because of their resistance to corrosion, ease of manufacture and relatively 
cheap cost. 

5. Claims 35 and 55 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Banks '083 and O'Brien et al. US 1 932 117. 

Banks teaches the cartridge of claims 23, 24 and 44 but does not teach the first 
extension of the filter or filters extends towards a center point of the filter element. 

O'Brien teaches a filter (14) Including at least one slit shaped opening having a 
first extension wherein the first extension extends towards a center point of the filter 
element (fig. 4). 

The recited orientation of the slits is merely a rearrangement of the slits as taught 
by Banks. Shifting the position of an element is unpatentable If shifting the position of 
the element would not modify the operation of the device. In re Japikse, 86 USPQ 70 
(1950). Furthermore, the recited orientation of the slits is known in the art as taught by 
O'Brien. The claim would have been obvious because a particular known technique 
was recognized as part of the ordinary capabilities of one skilled in the art. 
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6. Claims 37 and 72 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Banks '082. Barlow US 6 776 907 and Weis et al. US 3 730 348. 

Claim 72, Banks teaches a cartridge containing a particulate material, wherein 
the cartridge includes: an inner space housing the particulate material, an inlet, an 
outlet, at least one first filter (22) arranged at the outlet, the first filter being formed by a 
filter element having a shape of a substantially planar disc, and at least a second filter 
(18) arranged at the inlet and configured to permit passage of a liquid through the filter, 
but to prevent passage of the particulate material through the filter, wherein the second 
filer permits the liquid to pass through the filter in a filter direction, wherein the second 
filter includes at least one slit shaped opening, which has a first extension and a second 
extension being substantially perpendicular to the filter direction, and to the first 
extension, wherein the second extension is significantly shorter than the first extension 
and is also significantly shorter than the length of the slit shaped opening in the filter 
direction, and wherein the second filter is formed by a filter element, wherein the slit 
shaped opening extends through the filter element of the second filter (fig. 1-2). Banks 
does not teach the second filter being formed by a filter element having a conical shape. 

Barlow and Weis each teach a filter (Barlow, (38); Weis, (40)) including at least 
one slit shaped opening, which has a first extension and a second extension being 
substantially perpendicular to the filter direction, and to the first extension, wherein the 
second extension is significantly shorter than the first extension and is also significantly 
shorter than the length of the slit shaped opening in the filter direction, and wherein the 
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second filter is formed by a filter element having a conical shape, wherein the slit 
shaped opening extends through the filter element of the second filter (Barlow, fig. 1 , 3, 
4; Weis, fig. 1,2 4, 5). 

The recited conical shaped filter element is merely a recitation of the shape of the 
filter element. The configuration of the apparatus is a matter of choice which a person 
of ordinary skill in the art would have found obvious absent persuasive evidence that the 
particular configuration is significant. In re Dailey, 149 USPQ 47 (1966). Furthermore, 
the recited shape of the filter element is well known in the prior art as taught by Barlow 
and Weis. The claim would have been obvious because a particular known technique 
was recognized as part of the ordinary capabilities of one skilled in the art. 

Claim 37, Banks teaches the cartridge of claim 24 but does not teach the second 
filter being formed by a filter element having a conical shape. A conical shaped filter 
element would have been obvious for the reasons stated above. 

7. Claim 58 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Banks '083 in view of Richmond US 5 545 318. 

Banks teaches the filter and cartridge of claim 57 where the peripheral support 
portion has a peripheral surface but does not teach a plurality of ridges. Richmond 
teaches a peripheral support (66) for a filter that includes a plurality of ridges (88) 
projecting from the peripheral surface and abuts an inner wall of a cartridge, wherein a 
thin gap (90) is formed between the peripheral surface and the inner wall, the gap 
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providing a further passage for fluid (fig. 4,8). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the peripheral support 
as taught by Richmond with the filter of Barlow because the flange passages allow for 
increased flow through the filter (col. 6, lines 1-2). 

Response to Arguments 

8. Applicant's arguments with respect to claims 23 and 44 have been considered 
but are moot in view of the new ground(s) of rejection. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN KURTZ whose telephone number is 
(571 )272-821 1 . The examiner can normally be reached on Monday through Friday 
8:00am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1 166. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Benjamin Kurtz 
Examiner 
Art Unit 1797 



/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



